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DETAILED ACTION 

1 . This application has been examined. 

2. The Preliminary Amendment filed on 4/17/2001 has been placed of record in the file. 

3. Claims 1-10 are now pending. 

Priority 

4. Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Japan on 1 1/13/2000. It is noted, however, that applicant has not filed a certified copy of 
the 2000-345159 application as required by 35 U.S.C. 1 19(b). 

Information Disclosure Statement 

5. The IDS filed on 3/30/2001 has been considered. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe 
(U.S. Patent Number 6,327,612) in view of Britton (U.S. Patent Number 6,591,289). 

8. Watanabe disclosed an email transmission system that selectively attaches documents to 
different "to," "cc," and "bcc" addresses. In this way, only those recipients who need to receive 
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the attachment will receive it, thus helping to resolve such issues as network congestion and 
memory overflow. See column 1, lines 30-37. In an analogous art, Britton disclosed a method 
of delivering a formatted document to a user over a communications network in several different 
ways, one of which being through an email attachment. 

9. Watanabe did not explicitly disclose that his system could deliver an attachment that has 
been converted to a specific format. However, Britton' s system is focused on converting an 
attachment into a portable document file format, or a read-only format, prior to sending an email. 
Since the inventions encompass the same field of endeavor, it would have been obvious to one of 
ordinary skill in the art at the time of the applicant's invention to modify the selective attachment 
system as provided by Watanabe by adding the ability to convert attachments to a specific format 
as provided by Britton. This would be a clear extension of Watanabe' s invention because 
Watanabe is concerned with the problems caused when transferring an attachment to all the users 
in an email. In this way, Britton also makes the case that it is not ideal to send everyone in an 
email the same attachment. Britton points to the fact that the sender of the email may want users 
to be able to see the attachment without being able to modify it and thus should be able to send a 
formatted version to selective users. See column 2, lines 53-67. 

10. Thereby, the combination of Watanabe and Britton discloses: 
• <Claim 1> 

An electronic mail distribution system comprising, a mail analysis means for analyzing 
the electronic mail to acquire all or a portion of an attached file (Watanabe, column 3, 
lines 15-17), a mail creation means for creating electronic mail attached with an writable 
file or a non-writable file according to a mail address, based on the attached file acquired 
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by the mail analysis means (Watanabe, column 3, lines 17-25), and a transmission means 
for sending the created electronic mail (Watanabe, column 3, lines 38-40). 
The reference to "non-writable file" here and below relating to Britton's disclosure of the 
pdf format. 

• <Claim 2> 

An electronic mail distribution system according to claim 1, wherein the mail creation 
means attaches a file in a writable format to a main recipient address and attaches a file in 
a non-writable format to a copy distribution recipient addressee (Watanabe, column 2, 
lines 1-9 and Britton, column 4, lines 2-8). 

• <Claim 3> 

An electronic mail distribution system according to claim 1, wherein the mail creation 
means attaches a file in a writable format or a file in a non-writable format according to a 
domain of the mail address (Watanabe, column 4, lines 4-14). 

• <Claim 4> 

An electronic mail distribution system according to claim 1, wherein the file in a non- 
writable format is an image data format file obtained by converting contents of a writable 
format file to print output images, and converting the print output images to data for still 
images (Britton, column 4, lines 14-34). 

• <Claim 5> 

An electronic mail distribution system according to claim 1, wherein the mail distribution 
system is an electronic mail client terminal (Watanabe, column 5, lines 13-32). 
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• <Claim 6> 

t 

An electronic mail distribution system according to claim 1, wherein the mail distribution 
system is an electronic mail server device (Watanabe, column 4, line 64 through column 
5, line 12). 

• <Claim 7> 

An electronic mail distribution method for distributing electronic mail with an attached 
file, comprising the steps of, analyzing electronic mail to acquire the attached file 
(Watanabe, column 3, lines 15-17), making a file in a writable format or a file non- 
writable format file according to a mail address from the acquired attached file 
(Watanabe, column 3, lines 17-25), making electronic mail with a writable format file for 
the main recipient address and making electronic mail with a non-writable file for the 
copy destination recipient address (Watanabe, column 2, lines 1-9 and Britton, column 4, 
lines 2-8), and then sending the created electronic mail (Watanabe, column 3, lines 38- 
40). 

• <Claim 8> 

An electronic mail distribution method according to claim 7, wherein the contents of the 
attached file are converted to a printed output image, and the results from converting the 
printed output image to still image data is an image data format file (Britton, column 4, 
lines 14-34). 

• <Claim 9> 

An electronic mail distribution method according to claim 7, wherein when a non- 
writable format file cannot be made from the acquired attached file, a dummy file is made 
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holding information notifying that the attached file currently being processed was not 
sent to the copy distribution addressee, and electronic mail added with the applicable 
dummy file is sent to the copy distribution addressee (Watanabe, column 3, lines 38-46). 

• <Claim 10> 

A computer-readable storage medium recorded with a program to operate the electronic 
mail distribution system, the medium for the system comprising, a mail analysis means 
utilizing a computer to analyze electronic mail by computer and acquire all or a portion 
of attached files (Watanabe, column 3, lines 15-17), a mail creation means for creating 
electronic mail attached with an writable file or a non-writable file according to a mail 
address, based on the attached file acquired by the mail analysis means (Watanabe, 
column 3, lines 17-25), and a transmission means for sending the created electronic mail 
(Watanabe, column 3, lines 38-40). 

Since the combination of Watanabe and Britton discloses all of the above limitations, claims 1- 

10 are rejected 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to the applicant's 
disclosure. 

• Theimer et al. (U.S. Patent Number 5,493,692) disclosed a system that selectively 
delivers electronic messages based on the context and environment of a user. 

• Kelly (U.S. Patent Number 6,442,595) disclosed an automated electronic document 
transmission. 
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• Marchionda (U.S. Patent Number 6,628,306) disclosed a system that emails secondary 

recipients without attachments. 
12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Lesniewski whose telephone number is 703-308-6165. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 703-308-6662. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Victor Lesniewski 
Patent Examiner 
Group Art Unit 2155 

HOSAIN ALAM 

PATENT EXAWBNfcn 



